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DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 1, 3 through 5 and 7 through 30, which are

all of the clainms remaining in this application. Cains 2 and
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6 have been cancel ed.

Appel lants' invention relates to a dilation catheter for
per cut aneous translum nal coronary angi opl asty procedures
(PTCA), and nore particularly to dilation catheters for use in
PTCA procedures wherein blood is perfused distally of the
dilation balloon during the inflation cycle of the balloon, as
well as to a nethod for converting a standard dil ation ball oon
to a perfusion balloon. Independent clains 1, 11, 16 and 23
are representative of the subject matter on appeal and a copy
of those clains nmay be found in the Appendi x to appellants

brief.

The prior art references of record relied upon by the

exam ner in rejecting the appealed clains are:?

'As indicated in Paper No. 28, nmmiled August 19, 1998,

the examner's listing of the Gurbel et al. patent on page 3
of the exam ner's answer was in error and this patent is not
being relied upon for rejecting the clains before us on
appeal. Likew se, we note that the examner's listing of
clainms "1-5" on page 4 of the answer as being rejected on

Bl ackshear is in error. Caim2 has been canceled and cl ai ns
3 and 4 stand rejected under 35 U . S.C. 8§ 103 as unpatentabl e
over Bl ackshear in view of Sahota. It appears that the

2
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Sahot a 5,019, 042 May 28,
1991

Bl ackshear, Jr. et al. 5, 308, 356 May 3,
1994

(Bl ackshear) (filed Feb. 25, 1993)

Claims 1, 5, 7, 8, 10, 16 through 18, 20, 22, 23 and 27
t hrough 30 stand rejected under 35 U.S.C. §8 102(e) as being

antici pated by Bl ackshear.

Claims 3, 4, 9, 11 through 15, 19, 21 and 24 through 26
stand rejected under 35 U.S.C. 8 103 as unpatentabl e over

Bl ackshear in view of Sahot a.

Rather than reiterate the examner's full statenent of
t he above-noted rejections and the conflicting viewoints
advanced by the exam ner and appell ants regardi ng those

rejections, we nmake reference to the final rejection (Paper

listing of clainms 1-5 is a typographical error, meant to be
clainmg --- 1, 5 ---.
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No. 22, muailed August 4, 1997) and the exam ner's answer
(Paper No. 25, mailed March 16, 1998) for the exam ner's
reasoni ng in support of the rejections, and to appellants’
brief (Paper No. 24, filed Novenber 12, 1997) and reply brief
(Paper No. 26, filed May 20, 1998) for the argunents

t her eagai nst .

OPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to appellants' specification and cl ai s,
to the applied prior art references, and to the respective
positions articul ated by appellants and the exam ner. As a
consequence of our review, we have nmade the determ nation that
neither of the examner's rejections will be sustained. Qur

reasons foll ow

Looking first to the examner's rejection of clainms 1, 5,
7, 8, 10, 16 through 18, 20, 22, 23 and 27 through 30 under

35 U.S.C. §8 102(e) as being anticipated by Bl ackshear, we note
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our agreenment with appellants' argunments in the brief (pages
8-11) that the Bl ackshear patent does not describe, teach or
suggest a perfusion dilation catheter wherein a perfusion
brace is di sposed around the balloon of the catheter

"i ndependently of and in substantially non-conpressive
relationship to the exterior surface of said balloon when said
balloon is inits collapsed state,” as required, in the sane

or simlar |anguage, in each of the independent clains on

appeal. In this regard, we understand the claimlanguage
"substantially non-conpressive relationship,” in Iight of
appel l ants' specification (page 8, lines 14-19), as neaning

that the exterior surface of the balloon in its collapsed
condition "is not substantially constrained by the spiral
menber 38 of the brace" seen in Figures 1-4 or the brace seen
in Figures 7-9 and that the exterior surface of the balloon in
its collapsed state is typically "spaced radially inwardly at

| east al ong portions of the brace.”

The band (28) of Bl ackshear which defines the perfusion

channel therein is disclosed (col. 7, lines 37-53) as being
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"helically wound around the outer surface 34 of the ball oon
menber 16" and as having distal and proxi mal waps (30, 32)
for securing the ends of the band to the tubular nmenber (14).
The band is further described in colum 10, lines 9-26, as
bei ng made of an el astonmer. Wile we can agree with the

exam ner that the band (28) of Bl ackshear may be considered to
be di sposed about the balloon independently of the exterior
surface of the balloon, in the sense that it is not connected
to the exterior surface of the balloon, we fail to find any
basis on which to conclude that appellants' clainmed feature of
a "substantially non-conpressive relationship" between the
exterior surface of the balloon and the w apped el ast oner
band, as we have interpreted that |anguage above, woul d be
inherent in the structure of Blackshear's perfusion dilation
catheter, as the exam ner has urged in both the final
rejection and answer. Having the elastoneric band (28) of

Bl ackshear wrapped around the outer surface (34) of the
balloon in its collapsed state, in our view, would place the
band in contact with the outer surface of the balloon over its

entire length and provide no areas or portions where the outer
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surface of the balloon would be spaced radially inwardly at

| east al ong portions of the band (perfusion brace), as
required in the clains on appeal. For this reason al one we
w Il not sustain the exam ner's rejection of independent
clainms 1, 16 and 23 on appeal under 35 U S.C. 8§ 102(e) based
on Bl ackshear, or the rejection of clains 5, 7, 8, 10 and 27
whi ch depend fromclaim1l, clains 17, 18, 20, 22 and 28 which
depend fromclaim 16, or clainms 29 and 30 which depend from

claim 23 on that same statutory basis.

In addition, we will also not sustain the exam ner's
rejection of clainms 3, 4, 9, 11 through 15, 19, 21 and 24
t hrough 26 under 35 U . S.C. § 103 as unpatentabl e over
Bl ackshear in view of Sahota. G ven the examiner's total |ack
of any comments or explanation in the exam ner's answer wth
regard to this rejection and the exam ner's somewhat anomnal ous
and cryptic position as set forth on page 3 of the final
rejection (Paper No. 22), we are at a conplete loss to
under stand exactly what teachings the examner is relying on

from Sahota and exactly how the exam ner intends to nodify the
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perfusion dilation catheter of Blackshear based on Sahot a.
Qur own review of the applied references reveals nothing which
woul d have | ed one of ordinary skill in the art to nodify the
perfusion catheter of Blackshear based on the catheter in
Sahota so as to result in the subject natter set forth in

appel l ants' clains on appeal.

As for the examner's position that the requirenent in
claim3 on appeal "would be inherent and obvi ous” (final
rejection, page 3), we see no basis in Blackshear to support
any such position and are in agreenent with appellants’
argunment on page 11 of their brief. Regarding independent
claim1l and the clains which depend therefrom we share
appel l ants' view as set forth on page 12 of their brief that
there is nothing in Blackshear or Sahota which woul d have been
suggestive to one of ordinary skill in the art of a perfusion
brace as defined in claim1ll that is "slidable onto a
col l apsed dilation balloon of a catheter to transformthe
catheter into a perfusion balloon catheter.” Like appellants

(brief, page 12), we also see no basis in the applied
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references or otherw se for concluding that the "barb" set
forth in claim?21 on appeal would have been obvious to one of
ordinary skill in the art at the tinme of appellants

invention. Wth further regard to clainms 4 and 9 whi ch depend
fromclaim1, claim19 which ultimtely depends fromclaim16
and clainms 24 through 26 which depend fromclaim23, we
observe that there is nothing in Sahota which provides for

t hat which we have di scussed above as | acking in Bl ackshear as

appl i ed agai nst the respective independent clains.

To summari ze our decision, we again note that the
exam ner's rejection of clains 1, 5, 7, 8, 10, 16 through 18,
20, 22, 23 and 27 through 30 under 35 U.S.C. 8 102(e) as being
antici pated by Bl ackshear has not been sustained, and that the
rejection of clainms 3, 4, 9, 11 through 15, 19, 21 and 24
t hrough 26 under
35 U.S.C. 8 103 as being unpatentabl e over Bl ackshear in view

of Sahota has al so not been sust ai ned.
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Accordingly, the decision of the exam ner rejecting

claims 1, 3 through 5 and 7 through 30 on appeal is reversed.

REVERSED

| AN A, CALVERT )
Adm ni strative Patent Judge

BOARD OF PATENT
CHARLES E. FRANKFORT

Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

JENNI FER D. BAHR
Adm ni strative Patent Judge
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